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Attorney Docket No. AUS9.2000-0464.US1 
Serial No. 09/653.247 

Response to Office Action dated 07/21/2004 

h REMARKS 

A» Examiner Interview Summary 

The Applicant interviewed the Examiner by telephone on 8/1 1/2004. 

R. Exhibitj; & Dcmcm.strutinns 

The Applicant did not present exhibits or eonduct demonstrations. 

C Claims Discussed 

Claims 12-33 were discussed, particularly independent claims 12, 27, and 31. 

O. Sub$tanc€ of TntL'rvicw 

103(a)j as being impatcntablc over C. F. Codclla ct al., Support for Enterprise JavaBeans in 
Componcmi Broker, 37 IBM Systems Journal 4, 502-538 (1998) in view of U.S. Pat. No, 
6,529,948 (issued March 4, 2003). The Applicant argued that Codella does not teach all of the 
limitations of the Applicant's claims, particularly the act of executing an object-oriented query 
within an EJB container. The Applicant fiulher argued that, rather than disclosing tlie 
functionality of the Applicant's invention, Codella merely describes the foundation upon which 
the present invention builds to enable this functionality. The Examiner and the Applicant 
discussed Codclla in detail, but the Examiner maintained his position with respect to the § 103 
rejections. Tlie Examiner further indicated that the proposed amendments would not change his 
position with respcet to Codella. 
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E. Objections 

L Specification 

The Examiner identified a misspelled word ("implemenetation," pg. 17, line 7). The 
Applicant has amended the specification to overcome the Examiner's objection. 

2. Claims 

The Examiner objected to the form of claim 31, suegcsting that "a readable memory by 
liseif cannot catise to build a fsic] object." The Applicant, though, respecifulJy disagrees 
with the Examiner's interpretation of claim 31. Claim 31 clearly recites structiure within the 
memory (i.e. "a program stored in the storage medium") that causes the computer to execute the 
steps required for building an object. 

F, Claim Rejections 

Tlic Examiner rejected all claims per 35 U.S.C. § J03Ca), as being obvious in view of C. 
F. Codella ct al., Support for Enterprise JavaBeans in Component Broker^ 37 IBM Systems 
.loumal 4, 502-538 (1998) and U.S. Pat No. 6,529,948 (issued March 4, 2003) [hereinafter 
Bowjnan]. 

i'o establish prima facie obviousness of a claimed invention, though, all tlic claim 
limitations must be taught or suggested by the prior art. See United States Patent & Trademark 
Office, Manual of Patent Examining Procedure (8lh ed. rev. 2 2004) § 2143.03 [hcreinafler 

P«i;e: 3 of 12 
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invention as a whole. 7^/. at 1369-70; accord MPEP §2141.02. "Illdentification in the prior art 
of each individual part claimed is insufficient to defeat patentability of the whole claimed 
invention." Koizab^ 217 F,3d at 1370. "llatlier, to establish obviousness based on a combination 

of the desirability of making the specific combination " IcL\ accord MPEP § 2143.01 . 

As discussed in detAil below, neither Codella nor Bowman, in combination or alone, 
Leaches or suggests the claimed invention as a whole. Moreover, even if Codella and Bowman 
collectively did teach or .suggest each individual claim limitation^ neither provides any teaching, 
suggestion, or motivation to modify the prior art to produce the claimed invention as a whole* 
Thus, the Examiner has not established a prima facie case of obviousness, and the Applicant 
respectfully requests reconsideration of these rejections. 

1. The Prior Art References 

The Applicant provides the following summary of the prior art in order to convey the 
Applicant's current understajiding oI'Lhe reference upon which the Examiner relics. 

a. Codella 

Codella discusses various component models, which define frameworks for multi- 
platform, multi-language distributed object interaction. In particular, Codella discusses the 
Object Management Group's Coiimion Object Request Broker Architecture (CORBA), IBM's 
Component Broker^' and SlJN's Enterprise JavaBearis (EJB). 

' Component Binkcr is IBM's propricUiry CORBA implementation, Codella, supra, at 502, and is now part Of 
IBM*;; Websphere Application Server, Enterprise edition (WAS/EB), je^, e.^:., IBM Ralbooks, IBM WcbSphcn: 
Application Server Enterprise Edition Component Broker 3.0: First Steps, at httD://Dubiib- 
b.boutder.ibm.com/Redbooks.nstyRedboQkAbstracrs/sG2^2033.html?Open . (last visited 08/06/2004). 
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An "object," as that term is used in Codella, encapsulates program code and data, and 
provides an interface through which a program or other objects within the program can access 
the data. Codella, supra, at 502. In general, an object only "exists" witliin a single program. Id 
at 503- But a component mt)delj such a.s CORBA or Component Broker, provides services that 
an object can use to conimunicate and exchange data with any other object that conforms to the 
component model - even if the other objects exist in another program or an another machine In a 
network, fd 

Codella teaches that Component Broker includes the Managed Object Framework 
rMOFW \vhir.h rp.nrpsftnts a Sftt nf intftjfnnfts and mnvfintions thaf "must hf; fnllnwfid in ordfir to 
specification," Id. at 514. i^ee aho id, at 504 (". . . Component Broker is an example of a 
CORBA [Object Transaction Monitor] that can be used to deploy EJB components by 
implementing the conlracl between a component and its eontaincr*^. According to Codella, '^'the 
main concepts in the 13JB specification, namely, Enteiprise beans, ci^nLainers, lactories, finders, 
handles, and so on^ correspond in a natural way to concepts in Component Broker .such as 
business objects, homes, instance managers, and son on," H at 514. Tlius, as illustrated in FIG. 
8, MOFW adds a layer of "usability and fiinclion" lo CORBA services, yet^ id. at 505, and 
provides a foundation for implementing an EJD container, id. at 514. As Codella further points 
out, an entity bean "must^ implement a number of application-specific create and find methods." 
Id at 521. Container tools (i.e* Component Bn^ker tools) generate an entity bean's finder 
metliods. Id. 

^ Pi-esumahly, the entity beans "must'' implement certain methods to comply with the EJD specification. 
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b. Bowman 

Bowman discusses, among many other things, a method for processing a query for an 
object stored in a database, so thai related objects are returned along with the requested object 
"in one aceess operaliim." Bowman, supra, at 2: 1 7-26» 

2. The Prior Art Docs Not Teach or Suggest All the Limitations of the Claimed 
Invention 

The Examiner states that Codeila discloses "a method of building Enterprise Java Bean 
objects that meet an objeet-oriented query." (Office Communication from Examiner to 
Applicant of 7/21/2004, at 4 (discussing independent clahn 12) thcreinal1;er O.A.].) In particular, 
tlie iixamincr states tliat Codclla, in FIG. 1 and on page 505, discloses the step of "executing an 
object-oriented query on an application server such that the server returns data objects in 
response to tlic query," (Id) The Applicant, thou&h, is unable to identify any subject matter in 
rirhrr FTR I nr nflfii^^rii Ih'al rinirrihr* Ih*^ '(irl nffyenilinn vi onmr nn in -innlir'arinn rrrrvfi^r 

Thus, while Codeila teaches many things about implementing an EJB container, 
including finder methods, Codeila does not appear to teach all of the limitations of the 
Applicmit*$ claims tliat the Examiner has suggested it teaches. In particular, Codclla docs not 
appear to disclose the act of executing an object-oriented query within an EJB container, 
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The Prior Art Does Not Suggest the Desirability of the Claimed Invention 

a. Thc_Examincr_Did_NQlJCQnsider_lhc_Clainr>ed Invention as a Whole 
The tixaminer concedes that Codella does not disclose many othc?r clemenLs in 

diita. objects, fliid the conversion of the JAVA Vector to a JAVA Enumeration (see 0,A,» at 4, 5, 
& 9 (discussing independent claims 12, 27, and 31))^ but suggests that Bowman discloses these 
elements. In particular, the Examiner states that Bowman^ "in a method to communicate Corba 
[sic] envirorunent [sic] with enterprise beans in order to provide object-oriented distribution^ 
discloses [a] server beans implementation of business data and Java Vector in conjunction vnth 
[anj Enumeration analogous to the EJB interface by Codella." (O.A., at 5 (citing Bowman, 
.vw/>m, at 203:48 to 204:40).) 

The cited reference, though, appe^irs to be nothing more than a cursory review of methods 
for "managing constants in a computer program" (Bowman, supra, at 202:33-34). albeit in an 
"object-based system'' (id at 203:15) using a JAVA Vector (id at 204:4) and an Enumeration 
object (id, at 204:23-35). Again, the Applicant is unable to identify any other subject matter in 
the ciled material that relates to the Applicant's claimed invention as a whole. Particularly 
within the cited excerpt, the concept of object-oriented queries appears foreign to Bowman, there 
is no reference to CORBA, as the Examiner has suggested, and the only reference to "enterprise 

hraiif" mrrrhf inrlirnTfi thfiT tlir "pynmnlr hns iint wt hrrn iinflnTfrl tn InvnfVnn^'* (id at ?nVfififf 
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c. The Exaniiner's reasoning_i$_neither clear nor unmistakable 

technical and scientific reasoning to support his or her cojiclusion of common knowledge," Id 
(emphasis added) (citing In re Soli, 317 F2d 941, 946 (CCPA 1963); In rc Chuvenard, 139 F.2d 
711, 713 (CCPA 1943); stic also Kotzab, 217 l\3d at 1370 (mandaling that the Board of Patent 
Appeals provide "particular findings" and stating that **[b]road conclusory statements standing 
alone are not 'evidence'"). The Examiner's underlying technical reasoning of ihe conclusion 
based oa the ''v^cil-known concept," though, is neither "clear" nor "unmistakable/' Sgg id. The 
Examiner appears lo suggest that ihts "well-known concept" is either "add[ing] to the creation of 

F. JR objects . » . a Java Vector to contain the objects^" using a ^'Vector to operate with the 
Enumeration,** or "data type safety protection and less type checking burden" (O.A., at 5), but it 
is unclear if the Examiner is referring lo these concepts collectively or individually. If the 
Examiner is referring to an individual concept, it is not clear to which individual concept the 

G. Conchislou 

The Applicant has specifically pointed out the errors in the Examiner's action and is 
entitled to documentary evidence or an afEl.davit that supports the Examiner's reliance on "well- 
known'* concepts. See MPEP § 2144,03 C. Without such evidence, tlie Examiner has neither 
cited prior ml that discloses the Applicant's Invention as a whole, nor adequately identified any 
motivation, suggestion, or teaching of the desirability of the specific combination that Lhc 
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Applicant claims. Thus, either the Kxaminer's final rejection was premature, or the Examiner 
has failed to establish prima facie obviousness of the Applicant's claimed invention. 

The Applicant accordingly requests the Examiner to withdraw the finality of the 
rejections based upon 35 U.S.C. § 103 and provide Uie Applicant with an opportunity to rexpund 
to the Examiner's evidence, see MPEP § 2144.03 or in the alternative, withdraw the rejections 
completely and dlow the Applicaat*s cininns as presented. 
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